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REMARKS 

This is in response to the Office Action that was mailed on November 10, 2005. Claim 9 
is amended to correct a typographical error. No new matter is introduced by this Amendment, 
and no new issues are raised thereby. Entry of this Amendment in order to place the application 
into condition for allowance or into better condition for appeal is respectfully solicited. Claims 
6-9 and 1 1-14 are pending in the application, with claims 6-8, 13, and 14 being withdrawn from 
consideration on their merits. 

RESTRICTION. Applicants note that the requirement for restriction between the method 
invention of claims 9, 11, and 12 and the product invention of claims 6-8, 13, and 14 has been 
made FINAL. The Examiner is authorized to cancel non-elected claims 6-8, 13, and 14 when 
passing this application to Issue. 

FORMAL REJECTION. Claim 9 was rejected under the second paragraph of 35 U.S.C. 
§1 12 as failing to define the invention properly. The typographical error in claim 9 which led to 
this rejection is corrected by the present Amendment. 

REJECTION OVER PRIOR ART. Claims 9, 1 1, and 12 were rejected under 35 U.S.C. 
§103(a) as being unpatentable over US 6,660,355 B2 (Johnson) and US 5,952,075 (Clarke). The 
rejection is respectfully traversed. 

Applicants had previously argued that the Johnson patent fails to suggest a method for 
making a perform composite which includes the steps, in the following order, of a.) providing a 
needle-punched nonwoven fabric of unidirectional continuous fiber tow and staple fiber web, 
then c.) arranging the segments made from that fabric aimularly and needling those segments 
together to provide a multilayered intermediate, then d.) at that point heating that multilayered 
intermediate to a temperature above 1500°C in an inert atmosphere to convert the fibers to 
carbon, and finally e.) densifying the carbonized product. The Examiner apparently agreed that 
the present invention is not rendered impatentable by the Johnson disclosure. 
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The Examiner now also cites the disclosure of the Clarke patent, and argues that 
combining the Clarke technology with the technology disclosed by Johnson renders the present 
invention unpatentable. 

If the proposed modification or combination of the prior art would change the principle of 
operation of the prior art invention, then the teachings of the references are not sufficient to 
render the claims prima facie obvious. MPEP 2143.01, Eighth Edition, Revision 3, page 2100- 
138. See, for instance, In re Ratti, 270 F.2d 810, 123 USPQ 349 (CCPA 1959) In Ratti, the 
court reversed a rejection, holding that the "suggested combination of references would require a 
substantial reconstruction and redesign of the elements shown in [the primary reference] as well 
as a change in the basic principle under which the [primary reference] construction was designed 
to operate." 270 F.2d at 813, 123 USPQ at 352. 

Like the present invention, the Johnson technology relates to the fabrication of carbon- 
carbon composites from fabric segments, which are arranged to achieve a particular orientation 
of the continuous fibers in the fabric segments. This can be seen in Figure lA herein and in 
Figure 1 of the Johnson patent. The Clarke technology is completely different from the 
technology of the Johnson patent. Clarke does not relate to fabric segments. Clarke lays down a 
continuous fabric, "tum by tum", into a perform. The absence of fabric segmentation in the 
Clarke technology can readily be seen in Figures 2 and 6 of the Clarke disclosure. 

The Examiner argues that it would be obvious 'to have formed the fabric of Clarke so 
that it had the fiber configuration set forth in Johnson". The Examiner fails to explain why or 
how a person of ordinary skill in the art would do this. Would he or she cut the continuously 
delivered Clarke fabric into segments? Clarke would not approve. The whole point of Clarke's 
invention is to avoid cutting and stacking sheets of material. See e.g. colunm 1, lines 34-45. The 
fundamental feature of Clarke's invention is a "woven fabric having a helical shape". The only 
way that the Clarke fabric could be modified to have the fiber configuration set forth in Johnson 
would be to abandon the essential features of Clarke's technology. To paraphrase the words of 
the court in Ratti, the suggested combination of the Clarke and Johnson references would require 
a substantial reconstruction and redesign of the elements shown in Clarke as well as a change in 
the basic principle under which the Clarke construction was designed to operate. 
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CONCLUSION. Applicants respectfully submit that claims 9, 11, and 12 clearly define 
inventions that are neither taught nor suggested by the Johnson patent, alone or in view of the 
Clarke disclosure. 

Should there be any questions, the Examiner is invited to contact Richard Gallagher, 
Registration No. 28,781, at (703) 205-8008. 

Dated: January 30, 2006 Respectfully submitted, 
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